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REMARKS 

Please amend the attorney docket number to 09172.0006U1. 

Originally filed claims 1-38 are subject to a restriction requirement. New claims 39-75 
have been added herein. Therefore, claims 1-75 are pending. 

Specification Amendments 

The text at page 26, lines 15-17, has been amended herein to disclose: 

"Halogen" is intended to mean a fluorine, chlorine, or bromine atom or ion or 
group. Preferred halogens are chlorine and bromine. The most preferred is 
chlorine. In certain embodiments, it is understood that a sulfur-containing group 
(e.g., a thiol group or a sulfonyl group) can be used in place of a halogen. 

Those of ordinary skill in organic chemistry understand that halogens include fluorine, chlorine, 
and bromine atoms, ions, or groups, as originally recited in the claim, but might misinterpret the 
meaning of other portions of the original specification definition of halogen on specification 
page 26. One of ordinary skill in the art would interpret that sulfur atoms, thiol groups, or 
sulfonyl groups that are aspects of the invention are not literally "halogens" but can function as 
chemical equivalents of "halogens." Accordingly, Applicants request correction of the original 
specification definition to clarify that Applicants do not contend that sulfur atoms, thiol groups, 
or sulfonyl groups are not literally halogens, but can be used in place of halogens. 

Schemes 1, 2, and 3 which are part of Examples 1, 2, and 3 on pages 46 and 47 have been 
amended to correct certain errors in those drawings. The textual descriptions of Examples 1, 2, 
and 3 were and are completely correct, but the corresponding drawings contain errors, and 
Applicants believe clarification and/or correction of the errors in the drawings is in the interest of 
the public. 

First, the text of Example 1 correctly describes the reaction of gluconolactone with 3- 
hydroxytyramine, to produce dopamine gluconamide, but the corresponding drawing in Scheme 
1 contains two obvious errors. Those of ordinary skill in the art are well aware, as evidenced as 
by The Merck Index: An Encyclopedia of Chemicals, Drugs, and Biologicals, 
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Thirteenth Edition 4471 (Maryadele J. O'Neil et al. eds., 2001; copy attached hereto as 
Exhibit A) that the chemical structure of gluconolactone is the 6-carbon monocyclic structure 
shown below on the left, rather than the 6-carbon bicyclic lactone structure shown in original 
Scheme 1. 




Gluconolactone Incorrect Bicyclic Starting Material 

shown in original Scheme 1 

The inclusion of the drawing of the 6-carbon bicyclic lactone structure included in 
original Scheme 1 is simply and obviously erroneous. Clarification /correction of this error, is 
obvious to those of ordinary skill in the art, and consistent with the correct verbal text of 
Example 1, is in the interests of the public, and Applicants request entry of the amendments to 
Scheme 1 in order to correct this obvious error. 

Moreover, there is a second obvious error in Scheme 1, namely the drawing of the 
dopamine gluconamide product, erroneously shows a straight chain sugar residue having 7 
carbons, rather than the six carbon sugar residue actually present in dopamine gluconamide. The 
same error is repeated in Scheme 2. 




Dopamine Gluconamide Erroneous Drawing of Schemes 1 (and 2) 

Illustrated with correct 6 carbon sugar residue Showing erroneous 7 carbon sugar residue 
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The subsequent drawings of compounds having sugar residues derived from glucose in 
Schemes 1, 2, and 3 all repeat the same error of including an erroneous 7 th carbon atom in the 
sugar residue. Applicants have corrected all these drawings to remove the carbon atom (and 
associated hydroxyl group) just below the carbonyl carbon, while retaining all other features, 
including the relative stereochemistries of the hydroxyl substituents. 

One of ordinary skill in art would readily recognize these obvious errors. One of 
ordinary skill in the art would expect a "glucono" sugar residue (ultimately derived from 
glucose) to have six carbons, rather than seven carbons. Moreover, the simple ring opening 
reactions of a lactone (such as gluconolactone) with an amine (such 3-hydroxytriptamine) is well 
known to result in amides, and the amide would be expected to retain the number of carbon 
atoms possessed by the original lactone and amine, and would not be expected to ordinarily 
result in the gain or loss of carbon atoms, as is implied in original Scheme 1 . Lastly, one of 
ordinary skill in the art would understand that the ring-opening reaction of the amine with the 
lactone actually shown original Scheme 1 would not produce a straight-chained sugar residue in 
the product, but rather an amide having a completely different structure having a cylic sugar 
residue attached thereto. 

Accordingly, Applicants request correction of Scheme 1 to correctly illustrate the 
structure of the dopamine gluconamide product as possessing a correct 6-carbon sugar residue, 
rather than an obviously incorrect 7 carbon sugar residue. These corrections are consistent with 
the text of Example 1. 




NH 2 
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The same erroneous inclusion of an extra 7 th carbon atom in the straight chained sugar 
residues propagated through to Scheme 2 on page 46 and to Scheme 3 on page 47. Accordingly, 
applicants also submit herewith corrections to Schemes 2 and 3 to correct those original 
drawings to be consistent with the text of Examples 2 and 3, and the expectations of one of 
ordinary skill in the art. As such, Scheme 2 has been amended herein to disclose: 
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Support for this amendment can be found, inter alia, in Example 2. 
Likewise, Scheme 3 has been amended herein to disclose: 
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Support for this amendment can be found, inter alia, in Example 3. 

In addition to support indicated above, support for the amendments can be found 
throughout the specification and in the claims as originally filed. 

Claim Amendments 

Claim 1 has been amended to recite that 

"Ring i has 4 to 8 carbon atoms" and that "X, when present is a carbon atom, -C(Ri)2- or 
-(CRi) 2 -" and that "Y, when present, is a carbon atom, -CH 2 - or CH 2 -CH 2 -" and that "Ro is 
hydrogen." One of skill in the art of organic chemical synthesis would readily understand that 
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"either -C(Ri)2- or -C(Ri) 2 -" was an inadvertent redundancy and that "-(CRi)2-" (i.e., -C(Ri)- 
C(Ri)-) was instead meant. To the extent that explicit support is required for these amendments, 
support can be found at, for example, pages 15-21. No new matter has been added by these 
amendments. 

Claims 2, 4, 7, 9, 1 1-26, 28-29, and 32 have been amended to correct certain 
typographical, punctuation, grammatical, and antecedency errors. No new matter has been added 
by these amendments. 

In addition to support indicated above, support for the amendments can be found 
throughout the specification and in the claims as originally filed. 

As discussed in a teleconference with the Examiner, applicant wishes to add new claims 
39-75 and to elect prosecution of these new claims. The Examiner indicated in the 
teleconference that she was not opposed to the addition of a new restriction group which would 
be elected by applicants. Accordingly, new claims 39-75 have been added herein. No new 
matter has been added by the new claims. Support for the new claims can be found throughout 
the specification, as originally filed, and specifically at, for example, pages 15-21 and 46-49. 

Restriction Requirement 

The Office Action imposed a restriction requirement that restricted the claims into four 
groups, as recited below: 

I. Claims 1-30, drawn to dopaminergic prodrug compounds and 
compositions thereof, classified in class 536, various subclasses; 

II. Claim 3 1 , drawn to a method of treating a dopaminergic transcription 
regulatory defect, classified in class 514, various subclasses; 

III. Claims 32-37, drawn to an assay for identifying candidate drug 
substances, classified in class 435, subclass 18; and 
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IV. Claim 38, drawn to a method of treating a tyrosine hydrolase genetic 
defect, classified in class 514, various subclasses. 

Applicants propose the classification of new claims 39-75 into Groups V and VI, as set 
forth below: 

V. Claims 39-62, drawn to compounds comprising an aryl moiety and a 
residue of a sugar and compositions thereof and methods of making 
and using same, and 

VI. Claims 63-75, drawn to a process for preparing a dopamine amide or a 
dopamine amine and products thereof. 

Applicants provisionally elect Group V, claims 39-62 (or at least the Group classified by 
the Examiner that contains claim 39), without conceding that the Groups are directed to separate 
inventions. 

In the event that the Examiner declines to modify the restriction requirement, Applicants 
provisionally elect Group I, claims 1-30, with traverse. Furthermore, Applicants request that the 
restriction requirement be reconsidered because the Office Action has not shown that a serious 
burden would be required to examine all the claims. M.P.E.P § 803 provides: 

If the search and examination of an application can be made 
without serious burden, the Examiner must examine it on the 
merits, even though it includes claims to distinct or independent 
inventions. {Emphasis added) 

Thus, for a restriction to be proper, the Office Action must satisfy the following two 
criteria: (1) the existence of independent and distinct inventions (35 U.S.C. § 121); and (2) that 
the search and examination of the entire application cannot be made without serious burden. See 
M.P.E.P § 803. 

The Office Action has not shown that the second requirement has been met. Specifically, 
the Office Action has not shown that it would be a serious burden to search and examine all of 
the groups together. Indeed, the Office Action has not even alleged that it would be a serious 
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burden to search and examine all of the groups together. Consequently, reconsideration and 
modification or withdrawal of the restriction is requested. 

Election of Species 

The Office Action alleges that claims 1-30 are generic to patentably distinct species with 
no searchable common core and requires election of a single disclosed species. 

As stated above, applicants have provisionally elected Group V, claims 39-62, without 
conceding that the Groups are directed to separate inventions. Applicants assert that Group V 
does not require election of a single disclosed species. 

In the event that the Examiner declines to modify the restriction requirement and that 
Applicants provisionally elect Group I (claims 1-30) with traverse, Applicants further 
provisionally elect the disclosed species shown below for examination, with traverse: 



Presently, of Group I (claims 1-30), claims 1-4, 6-7, 11, and 21-30 read on the elected 
species. In the event that the Examiner requires election of a single disclosed species for Group 
V (new claims 39-62), claims 39-40, 42-44, 46-49, 52, and 55-56 presently read on the elected 
species. 

Applicants note that, upon allowance of a generic claim, Applicants will be entitled to 
consideration of additional species that are written in dependent form or otherwise include all 
limitations of an allowed generic claim, as provided by 37 C.F.R. 1.141. 
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CONCLUSION 



Applicants await an action on the merits. 

A one-month statutory period was set for response nominally ending July 5, 2006. Also 
enclosed herewith is a Request for Two-Month Extension of Time, which extends the due date to 
September 5, 2006. Therefore, this paper is timely. 

Payment in the amount of $1850.00 [reflecting a $1625.00 fee for the 37 new claims 
($700.00 for 7 new independent claims and $925.00 for the 37 total new claims in excess of 
twenty) for a small entity and $225.00 for the Two-Month Extension of Time for a small entity] 
is enclosed herewith. The payment is to be charged to a credit card and is authorized by the 
signed, enclosed document entitled: Credit Card Payment Form PTO-2038. No further fee is 
believed due. However, the Commissioner is hereby authorized to charge any fees that may be 
required or credit any overpayment to Deposit Account No. 14-0629. 



I hereby certify that this correspondence, including any items indicated as attached or included, is being deposited with the United States Postal 
Service as first class mail in an envelope addressed to: Mail Stop Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450, on the date indicated below. 



Respectfully submitted, 
NEEDLE & ROSENBERG, P.C. 




D. Brian Shorter!; JD, PhD 
Registration No. 56,020 



NEEDLE & ROSENBERG, P.C. 
Customer Number 23859 
(678) 420-9300 
(678) 420-9301 (fax) 



Certificate of Mailing Under 37 C.F.R. S 1.8 
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